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DETAILED ACTION 

1. Claims 1-28, 30, 52-58 and 64 are pending. Claims 1 and 30 have been 
amended in this communication filed 8/10/07 entered as Response After Non-Final 
Action, Request for Extension of Time and New or Additional Drawings. 

2. The objection to the Specification has been overcome by Applicants' amendment 
to the Specification and is hereby withdrawn. 

3. The objection to the drawings has been overcome by Applicants* drawing 
replacement sheets and is hereby withdrawn. 

4. The 35 USC 112, second paragraph rejections are hereby withdrawn in view of 
Applicants' amendment to claim 1. 

Claim Rejections - 35 USC § 103 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
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not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

7. Claims 1-17 and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over (US 6,041,313) Gilbert et al, hereafter Gilbert alone. 

Claim 1 . Gilbert discloses, A new method for designing group retirement plans for 
prospective plan sponsors, eliminating the need for a sales representative in retirement 
plan design, the method comprising: providing a Web site hosted by at least one 
computer in communication with a computer network the Web site having a business 
logic component for merging a plan sponsor's business needs with retirement plan 
design (col. 12, line 3-col. 13, line 25); collecting information from the plan sponsor 
through the web site, the information relating to the plan sponsor's business objectives 
(col. 12, lines 42-67); analyzing the information using the business logic component 
(col. 13, lines 5-25); and Gilbert discloses generating a retirement plan with plan rules 
appropriate to the plan sponsor's business objectives (col. 4, line 64-col. 5, line 16). 
Gilbert does not expressly disclose the component is "a business logic component". 
However, Gilbert as best as can be understood as to what Applicants' mean by "a 
business logic component", Gilbert performs a type of business analysis with the 
employee information view. It would have been obvious to one having ordinary skill in 
the art at the time the invention was made to use a business logic component for the 
analysis of collected information and to incorporate in Gilbert in view of Gilbert's 
disclosure of a welcome "home page-main menu" in col. 12, lines 3-5 and a computer 
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network including the Internet in col. 19, lines 44-53. Analyzing business information 
according to a retirement planning sponsor's objectives is old and well known in the art 
of sponsored retirement planning for employees. For example, contributing to the 
Government's Thrift Savings Plan (TSP) requires the collection of information from the 
government organization. Recently the Lifecycle Funds (L Funds) became part of the 
retirement plan design to enable an employee to select a year of retirement with the 
plan being designed according to the amount of risk the employee is willing to incur. 
To have business logic software (a component) for this purpose saves time and makes 
the analysis of information more timely and is a better means of performing an analysis 
of collected information. 

Claim 2 Gilbert discloses, The method of claim 1 wherein the computer network is a 
wide area Network (col. 19, lines 44-49 and fig. 1). 

Claims 3 and 30. Gilbert failed discloses, The method of claim 1 wherein the computer 
network is the Internet (col. 19, lines 44-55). 

Claim 4 Gilbert discloses, The method of claim 1 wherein the group retirement plan is 
a defined contribution retirement plan (col. 16, lines 53-67 and fig. 50). 
Claim 5. Gilbert discloses, The method of claim 1 wherein the information relating to 
the plan sponsor's business objectives includes one or more reasons of the plan 
sponsor for providing the retirement plan (col. 5, lines 8-16, lines 47-51, and col. 5, line 
66 -col. 6, line 40). 

Claim 6. Gilbert failed to disclose, The method of claim 5 wherein the one or more 
reasons for providing the retirement plan include attracting and retaining employees. 
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Official Notice is taken that it is old and well known to use a retirement plan as one of 
the attractive features of an organization for purposes of retention of employees. 
Attracting and retaining employees is one of the features used when employees apply 
for a job with an organization. If an organization can attract and retain employees, it 
economical because to have to continue to train new employees is not cost effective for 
any organization. Employees look for a good retirement plan when interviewing with an 
organization. r 

Claim 7. Gilbert discloses, The method of claim 1 wherein the information relating to 
the plan sponsor's business objectives includes an identification of plan participants 
intended to benefit under the retirement plan (col. 7, lines 1-23 and lines 35-65). 
Claim 8. Gilbert discloses, The method of claim 1 wherein the information relating to 
the plan sponsor's business objectives includes participant access to retirement 
accounts retirement (col. 9, lines 29-45). 

Claim 9. Gilbert discloses, The method of claim 1 wherein at least one of the plan rules 
relates to plan participant eligibility (col. 5, line 66-col. 6, line 8). 
ClaimlO Gilbert discloses, The method of claim 1 wherein at least one of the plan rules 
relates to plan sponsor contribution amounts under the retirement plan (col. 5, line 66- 
col. 6, line 8). 

Claim 1 1 . Gilbert discloses, The method of claim 1 wherein at least one of the plan 
rules relates to profit sharing contributions under the retirement plan (col. 5, lines 47- 
51). 
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Claim 12. Gilbert discloses, The method of claim 1 wherein at least one of the plan 
rules relates to vesting of participant contributions under the retirement plan (col. 6, 
lines 2-8 and col. 14, line 20-27). 

Claim 13. Gilbert discloses, The method of claim I which at least one of the plan makes 
relates to loans offered under the retirement plan (col. 9, lines 29-45 and col. 13, lines 
39-49). 

Claim 14. Gilbert discloses, The method of claim 1 wherein the plan rules relate to 
participant eligibility, plan sponsor contribution amounts, vesting of plan sponsor 
contributions, and loans offered under the retirement plan (col. 5, line 66-col. 6, line 8 
and col. 9, lines 29-45). 

Claim 15. Gilbert discloses, The method of claim 1 further comprising the step of 
presenting to the plan sponsor one or more of the plan rules for review by the plan 
sponsor (col. 14, line 58-col. 15, line 3). 

Claim 16. Gilbert discloses, The method of claim 15 further comprising the step of 
facilitating a selection of one or more alternative plan rules by the plan sponsor (col. 16, 
lines 44-62 and col. 17, lines 17-28). 

Claim 17. Gilbert discloses, The method of claim 16 further comprising the step of 
presenting to the plan sponsor one or more business consequences corresponding to 
the selection of the one or more alternative plan rules (col. 17, lines 29-63). 
Claim 28. Gilbert discloses, The method of claim 5 further comprising the step of 
facilitating a selection by the plan sponsor of one or more investment options for 



Application/Control Number: 09/81 9,318 Page 7 

Art Unit: 3694 

participants under the defined contribution retirement plan (col. 17, lines 17-26 -shows 
a list of investment options). 



8. Claims 19-27 and 64 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over (US 6,041,313) Gilbert et al, hereafter Gilbert as applied to claims 1-18 and 28 
above, and further in view of (US 6,064,986) Edelman. 

Claim 18. Gilbert failed to disclose, The method of claim I further comprising the step of 
generating an application for a retirement plan contract based upon the plan rules. 
Edelman discloses, The method of claim I further comprising the step of generating an 
application for a retirement plan contract based upon the plan rules (col. 21, lines 6-52). 
Claim 19 Gilbert failed to disclose, The method of claim 18 further comprising the step 
of electronically transmitting to the plan sponsor the application. Edelman discloses, 
The method of claim 18 further comprising the step of electronically transmitting to the 
plan sponsor the application (col. 22, line 52- col. 23, line 2). 

Claim 20. Gilbert failed to disclose, The method of claim 19 wherein the application is 
adapted to be executed and electronically submitted by the plan sponsor to apply for the 
retirement plan contract. Edelman discloses, The method of claim 19 wherein the 
application is adapted to be executed and electronically submitted by the plan sponsor 
to apply for the retirement plan contract (col. 23, lines 10-21). 

Claim 21. Gilbert failed to disclose, The method of claim 18 further comprising the step 
of generating a service agreement for the retirement plan. Edelman. discloses, The 
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method of claim 18 further comprising the step of generating a service agreement for 
the retirement plan (col. 25, lines 37-53). 

Claim 22. Gilbert failed to disclose, The method of claim 21 further comprising the step 
of electronically transmitting to the plan sponsor the service agreement. Edelman 
discloses, The method of claim 21 further comprising the step of electronically 
transmitting to the plan sponsor the service agreement (col. 25, lines 18-36). 
Claim 23. Gilbert failed to disclose, The method of claim 22 wherein the service 
agreement is to be adopted and electronically submitted by the plan sponsor. Edelman 
discloses, The method of claim 22 wherein the service agreement is to be adopted and 
electronically submitted by the plan sponsor (col. 24, line 45-col. 25, line 53). 
Claim 24. Gilbert failed to disclose, The method of claim 20 further comprising the steps 
of generating an adoption of plan document. Edelman discloses, The method of claim 
20 further comprising the steps of generating an adoption of plan document (col. 25, 
lines 37-53). 

Claim 25. Gilbert failed to disclose, The method of claim 24 further comprising the step 
of electronically transmitting to the plan sponsor the adoption of plan document. 
Edelman discloses, The method of claim 24 further comprising the step of electronically 
transmitting to the plan sponsor the adoption of plan document (col. 25, lines 37-53). 
Claim 26. Gilbert failed to disclose, The method of claim 25 wherein the adoption of plan 
document is to be adopted and electronically submitted by the plan sponsor. Edelman 
discloses, The method of claim 25 wherein the adoption of plan document is to be 
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adopted and electronically submitted by the plan sponsor (col. 24, line 45-col. 25, line 
53). 

Claim 27. Gilbert and Edelman failed to disclose, The method of claim 1 further 
comprising the steps collecting information from the plan sponsor relating to the plan 
sponsor's business and evaluating the information to determine whether the plan 
sponsor is eligible for the retirement plan design via the Web site. Official notice is 
taken that it is old and well known to collect information from a plan sponsor relating to 
the plan sponsor's business and evaluate the information to determine whether the plan 
sponsor is eligible for the retirement plan design via the Web site. Performing the 
collection for information for a retirement plan design via a Web site is a more 
economical and faster way to market the retirement plan design. 

It would have been obvious to one having ordinary skill in the art at the time of 
the invention to modify Gilbert to include this step. Inclusion of this step would enable a 
retirement planner to have a more economical and faster way to market the retirement 
plan design. 

Claim 64. Gilbert failed to disclose, The method of claim 25 further comprising the step 
of electronically receiving an application fee from the plan sponsor. Edelman discloses, 
The method of claim 25 further comprising the step of electronically receiving an 
application fee from the plan sponsor (col. 23, lines 10-21). 

It is old and well known to perform the method steps of claims 17-27 and 64 
when seeking a retirement plan sponsor. It is well known that the retirement plan's 
sponsor rules are reviewed by the applicant, the application is submitted if the applicant 
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is interested, then a retirement plan agreement (contract) is signed, then the application 
is submitted to the plan sponsor, then the service agreement is sent to the plan 
sponsor, the agreement is adopted by both parties involved, and a fee is charged for the 
application. 

Response to Arguments 

10. Applicant's arguments filed 08/10/07 have been fully considered but they are not 
persuasive. 

Issue no. 1 : Applicants' argue: Gilbert et al does not teach any thing whatsoever 
about determining the optimum plan for any given plan sponsor. In Gilbert et al, the 
plan sponsor would need to determine in advance what features it wanted in its 
retirement plan and Gilbert et al does not disclose a method for automated design or 
recommendation of a retirement plan with plan rules optimized for the plan sponsor's 
business objectives. If anything, Gilbert et al teaches away from the present invention 
assuming the design of a particular plan without regard to a particular plan sponsor's 
business needs and objectives have been considered but is not persuasive. Response: 
Gilbert et al in col. 4, line 52-col. 5, line 24 discusses the setting up of a 401 (K) 
retirement plan by the employer and then the employee is setup in col. 12, line 3-col. 
1 3, line 25 discusses the website. It is well known that a retirement plan is first 
designed by an employer and then offered to the employees of an organization. 

Issue: no. 2: Applicants' argue: Applicants' respectfully submit that the Examiner 
has failed to make a prima facie case of obviousness has been considered but is not 
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persuasive. Response: See MPEP 2144 entitled "Sources of Rationale Supporting a 
Rejection Under 35 U.S.C. 103: RATIONALE MAY BE IN A REFERENCE, OR 
REASONED FROM COMMON KNOWLEDGE IN THE ART, SCIENTIFIC 
PRINCIPLES, ART - RECOGNIZED EQUIVALENTS, OR LEGAL PRECEDENT." 
Further, the skilled artisan is presumed to know something more about the art than only 
what is disclosed in the applied reference/references. In other words, the person having 
ordinary skill in the art has a level of knowledge apart from the content of the 
references. In re Bode, 550 F.2d 656, 660, 193 USPQ 12, 16 (CCPA 1977); In re 
Jacoby, 309 F.2d 513, 516, 135 USPQ 317, 319 (CCPA 1962). A conclusion of 
obviousness is established "from common knowledge and common sense of the person 
of ordinary skill in the art without any specific hint or suggestion in a particular 
reference." In re Bozek, 416 F.2d 1385, 1390, 163 USPQ 545, 549 (CCPA 1969). 

Issue no. 3: Applicants* argue: The Edelman reference does not supply the 
missing elements from Gilbert et al and Edelman relates to a method of forming a trust 
and the system is implemented on forming a trust and the system is implemented on the 
individual level, rather than on a company-wide level. Therefore, there is not 
customizing of the plan fro the plan-sponsor and as such none of the cited references 
show, individually or in combination, a method for retirement plan design with rules 
optimized for the plan sponsor's business objectives as described in the claimed 
invention has been considered but is not persuasive. Response: Edelman discloses the 
claim limitations of claims 18-27, 30, and 64. The claim limitations of these claims do 
not claim a company-wide level. These claims claim a application for a retirement plan, 
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transmitting the plan to a sponsor, executing and electronically submitting by the plan 
sponsor to apply for the retirement plan, generating a service agreement, transmitting 
the service agreement to the plan sponsor, 

Conclusion: The Examiner carefully drew up a correspondence of each of 
Applicants' claimed limitations, one or more referenced passages in Gilbert and 
Edelman, what is well known in the art and what is obvious to one having ordinary skill 
in the art at the time the invention was made. 

The Examiner is entitled to give limitations their broadest reasonable 

interpretation in light of the Specification (see below): 

2111 Claim Interpretation; Broadest Reasonable Interpretation [R-1] 

>CLAIMS MUST BE GIVEN THEIR BROADEST REASONABLE INTERPRETATION 

During patent examination, the pending claims must be "given the broadest 
reasonable interpretation consistent with the specification." Applicant always has the 
opportunity to amend the claims during prosecution and broad interpretation by the 
examiner reduces the possibility that the claim, once issued, will be interpreted more 
broadly than is justified In re Prater, 162 USPQ 541,550-51 (CCPA 1969). < 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ella Colbert whose telephone number is 571-272-6741 . 
The examiner can normally be reached on Monday, Wednesday, and Thursday, 
5:30AM-3:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on 571-272-6712. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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